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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 1 1/23/2005 have been fully considered but they are 
not persuasive. 

2. Applicant argues that Okada does not disclose or suggest a memory for storing 
the demand of the user, as recited in the claims of the present application. 

Examiner respectfully disagrees with Applicant. Okada discloses in paragraphs 7-10 of 
an interruption key to instruct an interruption of a game being in execution, and a first register to 
which a first predetermined value is set in response to an operation of the interruption key. Thus, 
when the user presses the interruption key, this command, which was preset in the first register, 
instructs an interruption of a game being in execution. Therefore, Okada discloses a memory for 
storing the demand of the user. 

Applicant further argues that Okada arrangement does not disclose or suggest the input of 
a user demand to set up a non- voice communication or non- voice communication function mode. 

Examiner respectfully disagrees with Applicant. Okada discloses in paragraphs 85-106 
various registers, such as game key register, an interruption register, a game CPU control 
register. The game CPU control register (paragraph 98) has a game CPU start flag only. The 
game CPU start flag is set to "1" in response to an operation of the game start key, and set to "0" 
in response to an operation of the hold key. Thus, when a user presses (i.e., user's input or 
command) a predetermined operation is set in response to the operation of the key. The various 
keys represent an input section for receiving a demand, request, input, and command of a user. 
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Applicant argues that the interrupting means discloses by Okada simply monitors the 
occurrence of an interrupt, which is universal to each and every user. This does not constitute the 
monitoring of a condition to determine whether a condition satisfies the demand or request of a 
user. Applicant adds that the condition to be monitored in Okada is firmly fixed and cannot be 
changed based on the demand of the user. In contrast, in the present invention, each user has the 
freedom to set up his or her own condition to be monitored so as to determine whether that 
condition is met. 

The claim broadly recites a monitoring section for monitoring whether a condition that 
satisfies the demand of the user is met while the terminal remains in a voice communication 
mode is broadly interpreted by examiner. And, as stated by examiner, Okada discloses of 
monitoring of the occurrence of an interrupt. In addition, whether or not the condition to be 
monitored in Okada is firmly, and cannot be changed based on the demand of a user, Okada still 
discloses monitoring of a condition. 

Applicant is reminded that the argument "in the present invention in the present 
invention, each user has the freedom to set up his or her own condition to be monitored so as to 
determine whether that condition is met" is not recited in the rejected claim(s). Although the 
claims are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Applicant further discloses that Okada does not disclose or suggest the step of receiving 
and storing a demand of a user to set-up a non- voice communication function. Furthermore, adds 
Applicant, Okada does not disclose or suggest the step of monitoring whether a condition that 
satisfies the demand of the user is met. 
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As related to Applicant's argument that Okada does not disclose the step of receiving and 
storing a demand of a user to set-up a non- voice communication function, Examiner respectfully 
disagrees. As disclosed above, the operation of the game start key (i.e., receiving of a user input), 
which is compared to a predetermined value set in the specific register (storing of the command), 
causes a shift from a voice communication mode to a game mode (see paragraphs 76, 78, 85- 
106). 

As related to Applicant's argument that Okada does not disclose or suggest the step of 
monitoring whether a condition that satisfies the demand of the user is met, Examiner refers 
Applicant to above discussion of the same related subject matter. 

Applicant argues that Okada does not disclose or suggest the performance of at least one 
task for implementing a non-voice communication function when a condition that satisfies the 
demand of the user is met. 

Examiner respectfully disagrees. Okada discloses that operation of the game start key 
causes a shift from a voice communication mode to a game mode (see page 3, paragraphs 76, 
and 78). 

As related to Applicant argument related to claim 17, Applicant is referred to above 
discussion of the same related subject matter. 

Finally, Applicant states that Examiner does not cite any portion of Okada, which would 
provide a person of ordinary skill in the art, upon reviewing that reference, sufficient motivation. 
In fact, added applicant, the expression of motivation on the part of the Examiner constitutes the 
mere expression of an opinion on the part of the examiner, without any extrinsic evidence in 
support thereof. 
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Applicant is referred to the abstract of Barnes JR, which would provide a person of 
ordinary skill in the art, upon reviewing that reference, sufficient motivation. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1-4, 13-14, 17-19, and 21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Okada et al. (Okada), Pub. No. US 20030100347. 

Regarding claim 1, Okada discloses a multi-purpose hybrid terminal (i.e., an electronic 
apparatus having game and phone functions) (see abstract), comprising: an input section for 
receiving a demand of a user to set up a non- voice communication function in the hybrid 
terminal (i.e., operation of the game start key causes a shift from a voice communication mode to 
a game mode, and the device can still detect an incoming call) (see page 3, paragraphs 76, and 
78); a memory for storing the demand of the user (see page 1, paragraphs 7-10, and 85-106); a 
monitoring section for monitoring whether a condition that satisfies the demand of the user is 
met while the terminal remains in the voice communication mode corresponding to said 
communication function (i.e., when the interruption key to interrupt the game is operated, the 
first predetermined value is set to the first register, wherein the game is interrupted by the 
interrupting means, which would enable a monitoring operation associated with the cellular 
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phone function) (see page 1, paragraphs 7-8); an execute section for performing at least one task 
for implementing the non- voice communication when a satisfaction of the condition satisfying 
the demand of the user is detected by the monitoring (see page 3, paragraphs 76, and 78); and a 
mode change section for changing the voice communication mode to a different mode 
corresponding to the non-voice communication function (i.e., game start key) (see page 3, 
paragraph 76). 

Regarding claim 2, Okada discloses a terminal (see claim 1 rejection) further comprising 
an alarm for informing the user of the completion of said at least one task (i.e., after the 
communication is completed, the tome of the game screen is restored) (see page 3, paragraph 
78). 

Regarding claim 3, Okada discloses a terminal (see claim 1 rejection) wherein said input 
section includes a key disposed to trigger a change from the voice communication mode to the 
different mode corresponding to the non-voice communication function (i.e., game start key) 
(see page 3, paragraph 76). 

Regarding claim 4, Okada discloses a multi-purpose hybrid terminal (i.e., an electronic 
apparatus having game and phone functions) (see abstract), comprising: an input section for 
receiving a demand of the user to set up a non- voice communication (i.e., operation of the game 
start key causes a shift from a voice communication mode to a game mode, and the device can 
still detect an incoming call) (see page 3, paragraphs 76, and 78); a memory for storing the 
demand of the user (see paragraphs 7-9); a monitoring section for monitoring whether a 
condition satisfying the demand of the user is met during a voice communication mode that 
accommodates wireless communication via the terminal (i.e., when the interruption key to 
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interrupt the game is operated, the first predetermined value is set to the first register, wherein 
the game is interrupted by the interrupting means, which would enable a monitoring operation 
associated with the cellular phone function) (see page 1, paragraphs 7-8); an execute section for 
performing at least one task for implementing the non-voice communication when the condition 
has been met (see page 3, paragraphs 76, and 78); a mode change section for changing the voice 
communication mode to the non-voice communication function mode(i.e., game start key) (see 
page 3, paragraph 76); a first processor including an alarm section for informing the user of the 
completion of said at least one task (i.e., phone CPU) (see page 3, paragraphs 78 and 81); a 
second processor for processing the non-voice communication function (i.e., game CPU) (see 
page 4, paragraph 82); and a dual port memory for exchanging data between the first processor 
and the second processor (i.e., between the phone CPU and the game CPU, a direct 
correspondence of an interruption request and transmission data are performed in addition to the 
correspondence of data via the 8 bit-bus 38 (see page 4,paragraph 83). 

Regarding claim 13, Okada discloses method comprising the steps of: receiving and 
storing in a multipurpose hybrid terminal having a voice communication function, a demand of 
the user to set up a non-voice communication (see paragraphs 7-9, 76 and 78); monitoring 
whether a condition that satisfies the demand of the user is met during said voice communication 
function (i.e., when the interruption key to interrupt the game is operated, the first predetermined 
value is set to the first register, wherein the game is interrupted by the interrupting means, which 
would enable a monitoring operation associated with the cellular phone function) (see page 1, 
paragraphs 7-8); performing at least one task for implementing the non-voice communication 
when the condition that satisfies the demand of the user is met (see page 3, paragraphs 76, and 
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78); and informing the user of the completion of preparation for implementing the non-voice 
communication upon completion of said task (i.e., after the communication is completed, the 
tone of the game screen is restored) (see page 3, paragraph 78). 

Regarding claim 14, Okada discloses a method (see claim 13 rejection) further 
comprising the step of changing the hybrid terminal to a different mode corresponding to the 
non-voice communication function (i.e., game start key) (see page 3, paragraph 76). 

Regarding claim 17, Okada discloses a computer-readable medium bearing computer- 
executable instructions for performing a process (i.e., an electronic apparatus having game and 
phone functions) (see abstract), said instructions comprising: storing in a hybrid terminal 
providing a voice communication mode and a non-voice communication mode (i.e., an electronic 
apparatus having game and phone functions) (see abstract), a demand from a user for the hybrid 
terminal to implement a non- voice communication mode function (i.e., operation of the game 
start key causes a shift from a voice communication mode to a game mode, and the device can 
still detect an incoming call) (see page 3, paragraphs 76, and 78); while the hybrid terminal is in 
said voice communication mode, making a determination as to whether a condition specified by 
the demand of the user has been met (see page 1, paragraphs 7-8); during said voice 
communication mode and without interruption of a voice communication mode function, 
performing at least one task for implementing an non-voice communication mode when said 
determination establishes that said condition has been met (i.e., operation of the game start key 
causes a shift from a voice communication mode to a game mode, and the device can still detect 
an incoming call) (see page 3, paragraphs 76, and 78); and transmitting to the user an indication 
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of a completion of said at least one task (i.e., after the communication is completed, the tome of 
the game screen is restored) (see page 3, paragraph 78). 

Regarding claim 18, Okada discloses a medium (see claim 17 rejection) said instruction 
further comprising, shifting from said voice communication mode to said non- voice 
communication mode upon completion of said task (i.e., if the operator operates the game start 
key in the incoming call stand-by state, an operation mode is shifted from a voice 
communication mode to a game mode) (see page 3, paragraph 76). 

Regarding claim 19, Okada discloses a medium (see claim 17 rejection) said instructions 
further comprising, during said voice communication mode performing said task by loading, 
without interrupting said voice communication function, a computer executable algorithm 
enabling implementation of the non-voice communication mode function (i.e., if the operator 
operates the game start key in the incoming call stand-by state, an operation mode is shifted from 
a voice communication mode to a game mode. Thus, pressing the game start key represents 
performing the task of loading a computer executable algorithm, which enables the shift to the 
game mode) (see page 3, paragraph 76). 

Regarding claim 21, Okada discloses a medium (see claim 17 rejection) said instructions 
further comprising: after transmitting said indication, making a decision as to whether the user 
has responded to said indication by entering into the hybrid terminal a selection corresponding to 
the non-voice communication function (i.e., operation of the game start key) (see page 3, 
paragraph 76); and shifting from said voice communication mode to said non-voice 
communication mode upon entry of said selection (i.e., an operation mode is shifted from a voice 
communication mode to a game mode) (see page 3, paragraph 76). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claim 7-9, 1 1, and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Okada in view of Barnes, JR, Pub. No. US 20050136949. 

Regarding claim 7, Okada discloses a terminal as described above (see claim 4 rejection). 

Although Okada discloses a terminal as described, Okada does not specifically disclose a 
terminal wherein the non-voice communication function processed by said second processor is a 
function of receiving a TV broadcast. 

However, Barnes, JR discloses a device comprising a communications module, which 
includes hardware and software to allow the CPU to communicate with external devices and 
system (page 3, paragraph 37) wherein a device receives a digital signal from a remote receiver, 
which provides the signal in digital form to the device for immediate presentation e.g., as an 
MPEG-4 formatted television program (see page 4, paragraph 40). 

Therefore, it would have been obvious to one of ordinary skill in the art to combine the 
teachings to arrive at the claimed invention. A motivation for doing so would have been to 
provide to the device the added ability to contemporaneously maintain a wireless voice and data 
link. 

Regarding claim 8, Okada discloses a terminal as described above (see claim 4 rejection). 
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Although Okada discloses a terminal as described, Okada does not specifically disclose a 
terminal wherein the non-voice communication function processed by said second processor is a 
detection of a location via a global position satellite. 

However, Barnes, JR discloses a device, which transmits location data that is determined 
by the device's GPS receiver (see page 22, paragraph 220). 

Therefore, it would have been obvious to one of ordinary skill in the art to combine the 
teachings to arrive at the claimed invention. A motivation for doing so would have been to 
contemporaneously maintain a wireless voice and data link. 

Regarding claim 9, Okada discloses a terminal as described above (see claim 4 rejection). 

Although Okada discloses a terminal as described, Okada does not specifically disclose a 
terminal wherein the non-voice communication function processed by said second processor is a 
detection of a RFID indicator. 

However, Barnes, JR discloses a device wherein a detection of a RFID indicator is 
performed (see page 25, paragraph 252). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine both teachings to arrive at the claimed invention. A motivation for doing so 
would have been to provide to the device the added ability to determine the location of the user 
continuously (see page 25, paragraph 25). 

Regarding claim 11, Okada discloses a terminal as described above (see claim 22 
rejection). 

Although Okada discloses a terminal as described, Okada does not specifically disclose a 
terminal wherein peripheral comprises a multimedia card reader for reading a multimedia card. 
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However, Barnes, JR discloses a device) wherein peripheral is a multimedia card reader 
for reading a multimedia card that stores a program (see page 3, paragraph 29). 

Therefore, it would have been obvious to one of ordinary skill n the art at the time of the 
invention to combine both teachings to arrive at the claimed invention. A motivation for doing so 
would have been to allow replacement if and when necessary, when the memory becomes full 
(see page3, paragraph 29). 

Regarding claim 22, Okada discloses a terminal as described above (see claim 1 
rejection). 

Although Okada discloses a terminal as described, Okada does not specifically disclose a 
terminal wherein a peripheral connected to said multi-purpose hybrod terminal is used for 
implementing the non- voice communication function. 

However, Barnes, JR discloses a device comprising a peripheral device used for 
implementing function (i.e., a removably detachable memory) (see page 3, paragraph 29). 

Therefore, it would have been obvious to one of ordinary skill n the art at the time of the 
invention to combine both teachings to arrive at the claimed invention. A motivation for doing so 
would have been to allow replacement if and when necessary, when the memory becomes full 
(see page3, paragraph 29). 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pierre-Louis Desir whose telephone number is (571) 272-779. 
The examiner can normally be reached on Monday-Friday 8:00AM- 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (571) 272-4090. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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